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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by R. T. 
Schumacher et al., WlPO Publication WO 02/088296 (herein after Schumacher). 

For Claim 1, Schumacher teaches a device for homogenizing (breaking-up) samples 
(abstract) comprising a compartment (p. 17, lines 20-23) (cylindrical body), open at both 
ends (Figs. 1 and 2) with a shredder screen (filter member) that can be inserted from 
the top of the compartment (p. 17, lines 28-29) (cylindrical body) (can be positioned to 
one end). Further, the device contains a ram (p. 17, lines 20-23) (pressing member), 
which can be inserted (p. 17, lines 27-28) from the end (Fig. 2) (slidable therethrough in 
a sealed manner). Schumacher teaches that after sample is inserted between the ram 
and the shredder screen and pressure is applied (a force is exerted), the pressurizing 
member (pressing member) moves to force the sample through the orifices of the 
shredder (p. 17, line 31 to p. 18, line 6) (Is broken up). 

For Claim 5, Schumacher teaches a barrier (filter member) with a plurality of 
openings (through holes) having diameters of 1-100 micrometers or 100-1000 
micrometers (p. 5, line 15), within the range of the instant claim. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 4, 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schumacher. 

For Claim 4, Schumacher does not teach a groove; Schumacher does teach an 
0-ring extending circumferentially around the pressurizing member (p. 5, lines 26-29) 
(pressing member). It would have been obvious to one of ordinary skill in the art to have 
provided for a groove for the 0-ring in the teaching of Schumacher in order to fix its 
position on the pressing member and prevent movement during breaking-up of sample. 

For Claim 6, Schumacher does not teach the thickness of the filter member. It 
would have been obvious to one of ordinary skill in the art to test a range of thicknesses 
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of the plate in order to optimize tlie strength of the plate required to withstand the force 
of the pressing member during break-up of sample. 

For Claim 8, Schumacher teaches a method of processing a sample including 
the steps of providing a device (cylindrical body with filter member), adding a sample 
(and then pressurizing member) to the chamber (p. 6, lines 26-28); Schumacher does 
not teach use of centrifugal force, rather the use of elevated pressure, in pressing the 
sample against and through the filter (p. 6, line 28 to p. 7, line 2). It would have been 
obvious to one of ordinary skill in the art at the time of invention to use of centrifugal 
force as one alternative to providing force from elevated pressure in the method of 
Schumacher in order to make use of centrifugation equipment readily available in 
analytical laboratories, as well as to pellet any insoluble material passing through the 
filter member, thereby facilitating collection of soluble material by decanting or 
aspiration. 

6. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schumacher as applied to claim 1 above, and further in view of B. K-K. Fung and S. 
Jahid, U.S. Patent 6,221 ,655 (herein after Fung). 

For Claim 7, Schumacher does not teach a drop-out stop for the filter member. 
Fung teaches a spin filter assembly (capable of accepting a pressing member) with a 
screen at the bottom end of the spin filter (col 4, lines 55-57 and Figs. 2 and 4, 8) (drop- 
out stop). It would have been obvious to one of ordinary skill in the art at the time of 
invention to have provided for a drop-out stop for the filter or shredder according to the 
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teaching of Fung in order to fix the position of the filter with respect to a collection tube 
below the filter in the device of Schumacher, thereby providing for a predetermined 
volume for collecting shredded sample. 

7. Claims 2 and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schumacher in view of Fung. 

For Claim 2, Schumacher teaches a compartment (cylindrical body), a shredder 
screen (filter member) and a ram (pressing member) (see Claim 1 , above). Schumacher 
does not teach application of centrifugal force, rather Schumacher teaches application 
of elevated pressure. Fung teaches a spin filter assembly for isolating a desired 
compound (abstract and col 2, lines 52-54) in which sample is forced through the filter in 
a tube by centrifugation (col 3, lines 48-52). It would have been obvious to one of 
ordinary skill in the art at the time of invention to use of centrifugation according to the 
teaching of Fung, as an alternative to elevated pressure in the teaching of Schumacher, 
in order to generate the force necessary to push ram and sample against the shredder 
and the sample through the shredder. Further, it would have been obvious to one of 
ordinary skill to test the use of centrifugation, in order to provide for the convenience of 
automation and the opportunity to process multiple samples in parallel. 

For Claim 1 1 , Schumacher does not teach a groove; Schumacher does teach an 
0-ring extending circumferentially around the pressurizing member (p. 5, lines 26-29) 
(pressing member). It would have been obvious to one of ordinary skill in the art to have 
provided for a groove for the 0-ring in the teaching of Schumacher in order to fix its 
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position on tlie pressing member, as well as to provide a barrier that would prevent 
creep of sample away from the mashing zone between rod and filter. 

For Claim 12, Schumacher teaches a barrier (filter member) with a plurality of 
openings (through holes) having diameters of 1-100 micrometers or 100-1000 
micrometers (p. 5, line 15), within the range of the instant claim. 

For Claim 13, Schumacher does not teach the thickness of the filter member. It 
would have been obvious to one of ordinary skill in the art to test a range of thicknesses 
of the plate in order to optimize the strength of the plate required to withstand the force 
of the pressing member during break-up of sample as well as the force of the pressing 
member during centrifugation. 

For Claim 14, Schumacher does not teach a drop-out stop for the filter member. 
Fung teaches a spin filter assembly (capable of accepting a pressing member) with a 
screen at the bottom end of the spin filter (col 4, lines 55-57 and Figs. 2 and 4, 8) (drop- 
out stop). It would have been obvious to one of ordinary skill in the art at the time of 
invention to have provided for a drop-out stop according to the teaching of Fung for the 
filter or shredder in order to fix the position of the filter with respect to a collection tube 
below the filter, thereby maintaining a predetermined volume for collecting shredded 
sample. 

8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schumacher in view of Fung as applied to claim 2 above, and further in view of M. 
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Saghbini and S.F.H. Rehan, U.S. Patent Application Publication 2004/0005608 (herein 
after Saghbini). 

For Claim 10, Schumacher does not teach protrusions on a rotating member. 
Schumacher does teach protrusions on the barrier facing the sample (p. 5, lines 17-18) 
(filter member). It would have been obvious to one of ordinary skill in the art at the time 
of invention to provide protrusions on the pressing member as an alternative to 
protrusions on the barrier in the teachings of Schumacher in order to test for a possible 
increase in effectiveness by their presence on the rotating surface rather than the fixed 
surface. Saghbini teaches a crusher rod (pressing member) that rotates to homogenize 
(mash) the sample (p. 4, col 2, claim 6(c)). It would have been obvious to one of 
ordinary skill in the art at the time of invention to use of a crusher rod according to the 
teaching of Saghbini and motivated to test, from the teaching of Schumacher, 
protrusions on such rod, both in order to provide for complete disruption of sample to a 
homogenous mixture, the soluble components of which would pass through the filter 
without clogging. 

9. Claims 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schumacher as applied to claims 1 and 8, respectively, above, and further in view of 
Saghbini. 

For Claim 3 Schumacher does not teach providing a protrusion on the end of the 
pressing member and capability of pressing member being rotated. Further, 
Schumacher does not teach rotating the pressing member with respect to the shredder. 
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Schumacher teaches the surface of the shredder with hard sharp protrusions to aid in 
sample disruption (p. 8, lines 22-24 and Fig. 3B). Saghbini teaches a device for 
biological sample preparation (abstract) comprising a chamber and a crusher rod 
(pressing member) that is rotated to crush the sample ([0017]). It would have been 
obvious to one of ordinary skill in the art at the time of invention, from the teaching of 
Saghbini, to use a crusher rod in the device of Schumacher in order to increase the 
efficiency of disrupting the sample as is commonly done in mortar and pestle 
homogenizing. Further, one of ordinary skill in the art would find obvious from the 
teaching of Schumacher on protrusions on the shredder surface to test their use on the 
pressing member as an alternative to the shredder in order to obtain an increase in 
effectiveness by their presence on the rotating surface rather than the fixed surface. 

For Claim 9, Schumacher does not teach the steps of providing protrusions on or 
rotating the pressing member. Schumacher does teach the step of providing protrusions 
on the barrier that face the sample (p. 5, lines 17-18) (filter member). It would have 
been obvious to one of ordinary skill in the art at the time of invention to use protrusions 
on the pressing member as one of a limited number of alternatives to protrusions on the 
barrier in the method of Schumacher in order to test for a possible increase in 
effectiveness by their presence on the rotating surface rather than the fixed surface. 
Saghbini teaches a crusher rod (pressing member) and the step of rotating such rod to 
homogenize (mash) the sample (p. 4, col 2, claim 6(c)). Further Schumacher and 
Saghbini do not teach providing centrifugal force on the pressing member. Schumacher 
teaches the step of using elevated pressure. It would have been obvious to one of 
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ordinary skill in the art at the time of invention to use centrifugal force as an alternative 
to elevated pressure in order to make use of equipment commonly available in 
laboratories, as well as to pellet any insoluble material passing through the filter, 
facilitating collection of soluble material. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY G. KINGAN whose telephone number is 
(571)270-3720. The examiner can normally be reached on Monday-Friday, 8:30 A.M. 
to 5:00 P.M., E.S.T.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

TGK 

/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



